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DETAILED ACTION 

1 . Applicant's response filed on 4/26/2007 has been fully considered. Claims 1 , 3 
and 22 are amended, claims 2, 4, 10, 12, 14 and 25 are canceled, and claims 1, 3, 5-9, 
11,13, 15-24, 26 and 27 are pending. (NOTE: Claims 26 and 27 are withdrawn from 
consideration as non-elected invention). 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a)A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1, 3, 5-9, 13 and 18-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gallo et al. (US 2003/0107636 A1), as evidenced by Lawrence et al. 
(US 6,454,404 B1), in view of Landry-Coltrain et al. (US 2003/0138608 A1). 

4. Gallo discloses an ink jet recording element comprising a substrate and a porous 
image receiving layer of encapsulated organic particles and water insoluble polymeric 
particles (abstract). The encapsulated organic particles are equivalent to the claimed 
second type of hydrophobic polymer particles and the water insoluble polymeric 
particles are equivalent to the claimed first type of hydrophobic polymer particles. The 
Tg of the encapsulated organic polymers is less than 100 degree C [0030], and the 
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particles are contained in the image receiving layer in an amount of up to 50% by wt of 
the image receiving layer [0050]. The particle size of the water insoluble polymeric 
particles is 10-500nm [0042], and the particles are contained in the image receiving 
layer in an amount of 5-30% by wt of the image receiving layer [0051]. Examples of the 
water insoluble polymeric particles are disclosed in US patent application ser. No. 
09/770,128 [0037], which is now patented as Lawrence et al. US 6,454,404 B1. 
Lawrence discloses that the Tg of the water insoluble polymeric particles is 135-136 . 
degree C (col. 8, line 32 of Lawrence). The thickness of the image receiving layer may 
range from 1-60um [0062]. The image receiving layer may comprise crosslinkers 
[0064], and UV absorbers [0065]. The substrate comprises paper or polymer film 
[0056]. The ink jet recording element further comprises a base layer [0054]. 

5. With respect to the pore volume, the experimental modification of this prior art in 
order to ascertain optimum operating conditions fails to render applicants' claims 
patentable in the absence of unexpected results. In re Aller, 105 USPQ 233. One of 
ordinary skill in the art would have been motivated to adjust the pore volume of the 
image receiving layer in order to optimize the ink-absorbing properties of the layer. A 
prima facie case of obviousness may be rebutted, however, where the results of the 
optimizing variable, which is known to be result-effective, are unexpectedly good. In re 
Boesch and Slaney, 205 USPQ 215. 

6. Gallo does not teach that the base layer comprises gelatin as recited in the 
claimed invention. 
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7. Landry-Coltrain teaches an ink jet recording element comprising a support and at 
least two ink receiving layers (abstract and [0070]). The recording element further 
comprises a base layer having a highly swellable polymers such as gelatin [0068]. With 
respect to the swelling amount, it is elementary that the mere recitation of newly 
discovered function or property, inherently possessed by things in the prior art, does not 
cause a claim drawn to those things to distinguish over the prior art. In re swinehart et 
al., 169 USPQ 226 at 229. Since the Landry-Coltrain reference teaches all of 
Applicant's claimed compositional and positional limitations, it is inherent that the 
reference article function in the same manner claimed by Applicant. The burden is upon 
Applicant to prove that the subject matter shown to be in the prior art does not possess 
the characteristic relied on. 

8. Gallo and Landry-Coltrain are analogous art because they are from the same 
field of endeavor that is the ink jet recording art. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to combine the base layer of 
Landry-Coltrain with the invention of Gallo in order to absorb the solvent from the ink 
([0068] of Landry-Coltrain). 

9. Claims 1 , 3, 5-9, 1 1 , 1 3 and 1 5-24, are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Gallo et al. (US 2003/0107636 A1), as evidenced by Lawrence et al. 
(US 6,454,404 B1), in view of Tang et al. (US 6,632,485 B1). 

10. Gallo discloses an ink jet recording element comprising a substrate and a porous 
image receiving layer of encapsulated organic particles and water insoluble polymeric 
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particles (abstract). The encapsulated organic particles are equivalent to the claimed 
second type of hydrophobic polymer particles and the water insoluble polymeric 
particles are equivalent to the claimed first type of hydrophobic polymer particles. The 
Tg of the encapsulated organic polymers is less than 100 degree C [0030], and the 
particles are contained in the image receiving layer in an amount of up to 50% by wt of 
the image receiving layer [0050]. The particle size of the water insoluble polymeric 
particles is 10-500nm [0042], and the particles are contained in the image receiving 
layer in an amount of 5-30% by wt of the image receiving layer [0051]. Examples of the 
water insoluble polymeric particles are disclosed in US patent application ser. No. 
09/770,128 [0037], which is now patented as Lawrence et al. US 6,454,404 B1. 
Lawrence discloses that the Tg of the water insoluble polymeric particles is 135-136 
degree C (col. 8, line 32 of Lawrence). The thickness of the image receiving layer may 
range from 1-60um [0062]. The image receiving layer may comprise crosslinkers 
[0064], and UV absorbers [0065]. The substrate comprises paper or polymer film 
[0056]. The ink jet recording element further comprises a base layer [0054]. 
1 1 . With respect to the pore volume, the experimental modification of this prior art in 
order to ascertain optimum operating conditions fails to render applicants' claims 
patentable in the absence of unexpected results. In re Alter, 105 USPQ 233. One of 
ordinary skill in the art would have been motivated to adjust the pore volume of the 
image receiving layer in order to optimize the ink-absorbing properties of the layer. A 
prima facie case of obviousness may be rebutted, however, where the results of the 
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optimizing variable, which is known to be result-effective, are unexpectedly good. In re 
Boesch and Slaney, 205 USPQ 215. 

12. Gallo does not teach that the base layer comprises gelatin as recited in the 
claimed invention. 

13. Tang teaches an ink jet receiving medium comprising a base layer and a top 
layer, wherein the base layer comprises a crosslinked gelatin and a polyurethane 
dispersion (Table 5). The thickness of the base layer is 10um (col. 8, line 61). With 
respect to the swelling amount, it is elementary that the mere recitation of newly 
discovered function or property, inherently possessed by things in the prior art, does not 
cause a claim drawn to those things to distinguish over the prior art. In re swinehart et 
a/., 169 USPQ 226 at 229. Since the Tang reference teaches all of Applicant's claimed 
compositional and positional limitations, it is inherent that the reference article function 
in the same manner claimed by Applicant. The burden is upon Applicant to prove that 
the subject matter shown to be in the prior art does not possess the characteristic relied 
on. 

14. With respect to the glass transition (Tg) value of the polyurethane dispersion, the 
experimental modification of this prior art in order to ascertain optimum operating 
conditions fails to render applicants' claims patentable in the absence of unexpected 
results. In re Aller, 105 USPQ 233. One of ordinary skill in the art would have been 
motivated to adjust the Tg value in order to improve the flexibility of the layer (col. 4, line 
47). A prima facie case of obviousness may be rebutted, however, where the results of 
the optimizing variable, which is known to be result-effective, are unexpectedly good. In 



Application/Control Number: 10/795,836 Page 7 

Art Unit: 1774 

re Boesch and Slaney, 205 USPQ 215. To date, this burden has not been sustained. 
Furthermore, with respect to the particle size of the polyurethane dispersion, one of 
ordinary skill in the art would have been motivated to adjust the particle size in order to 
optimize coating durability and absorption property of the layer. 

1 5. Gallo and Tang are analogous art because they are from the same field of 
endeavor that is the ink jet recording medium art. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to combine the base layer of 
the Tang with the invention of Gallo in order to reduce the curl and to absorb the 
majority of the ink (col. 6, line 5 of Tang). 

Response to Arguments 

16. Applicant's argument is based on that the particles of Gallo are actually 
crosslinked which would prevent fusing and hence not be used for fusible particles. 
This argument is not persuasive for the following reason. The claimed fusible porous 
image receiving layer contains crosslinking material (see instant claim 19). Similarly, 
the image receiving layer of Gallo contains crosslinkers [0064]. Thus the components 
contained in the image receiving layer of Gallo are substantially identical to the claimed 
components contained in the image receiving layer of the claimed invention. 
Furthermore, the Examiner did not try to show the Tg of the claimed first type polymeric 
particles are optimizable. The Tg of the first type particles and the Tg of second type 
particles are taught by the references. Gallo and Lawrence teach the Tg of the 
encapsulated organic particles is less than 100 degree C {meets the claimed Tg of less 
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than 25 degree C}, and the Tg of the water insoluble polymeric particles is 135-136 
degree C {meets the claimed Tg of greater than 60 degree C}. In addition, the particle 
size in the reference of Gallo ranges from 10-500nm [0042], which overlaps with the 
claimed range of 0.2-2um {200-2000nm}. 

17. Applicant further argued that Landry-Coltrain teaches highly swellable polymer 
such as gelatin, and the thrust of the present invention is to not use highly swellable 
gelatin or other such polymer. This argument is not persuasive for the following reason. 
The term "highly swellable" is not defined in the reference of Landry-Coltrain in any 
manner, and the term does not have a well defined meaning in the art. For example, 
relative to non-swellable layer, swelling 0.67 of its original weight could be "high". In 
Applicant's Remarks, it has been indicated that "Applicants reaffirm that the gelatin layer 
of Kodak Inkjet Photopaper is much more swellable than the gelatin layer of the 
presently claimed invention"; however, the requested factual evidence has never been 
provided. 

18. Applicant also argued that Landry-Coltrain does not involve fusible particles in a 
fusible, porous image receiving layer. This argument is not persuasive because the 
reference is used to teach the claimed transparent non-porous layer, not to teach the 
claimed fusible porous image receiving layer. 

19. Applicant argued that Tang is also not directed to a fusible image receiving layer, 
but rather teaches a non-porous ink jet recording top layer; and the reference teaches 
highly swellable gelatin. This argument is not persuasive for the following reason. Tang 
is introduced to teach the claimed transparent non-porous layer, not the claimed fusible 



Application/Control Number: 10/795,836 



Page 9 



Art Unit: 1774 

porous image receiving layer. The term "highly swellable" is not defined in the 
reference of Tang in any manner, and the term does not have a well defined meaning in 
the art. For example, relative to non-swellable layer, swelling 0.67 of its original weight 
could be "high". 

20. For the above reason claims 1 , 3, 5-9, 1 1 , 1 3 and 1 5-24 stand rejected. 



21 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Betelhem Shewareged whose telephone number is 
(571)272-1529. The examiner can normally be reached on Monday-Friday 9am-5pm. 

22. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

23. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 



BS 

July 9, 2007. 




